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DETAILED ACTION 

1 . This action is responsive to communications: Request for continued examination 
filed 9/23/2008. 

2. Claims 11-19, 30-38, and 40-44 are pending in this case. Claims 1 1 , 1 9, 30, 38, 
40, and 41 are independent claims. Claims 11, 19, 30, 38, 40, and 41 have been 
amended. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 11-19, 30-38, and 40-44 rejected under 35 U.S.C. 112, first paragraph, 
because the specification, while being enabling for annotating previously define 
keywords/phrases, does not reasonably provide enablement for "...each annotation 
visually emphasizes the one or more keywords and related text surrounding the 
locations of the one or more keywords." The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
or use the invention commensurate in scope with these claims. The specification only 
teaches that annotations are created based on the stored keywords/phrases, while 
never disclosing any teachings or understanding of the idea of emphasizing related text 
(not including stored keywords) surrounding the locations of the keywords. In order to 
expedite prosecution the examiner will interpret the claims as though the amendment 
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was properly enabled. However, this does not remove the requirement for proper 
correction by the applicant in the form of either (a) pointing out specifically where this 
limitation is taught in the specification or (b) properly amending the claims to remove 
any deficiently enabled limitations. 



Claim Rejections - 35 USC § 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. Claims 11-14,17 18, 30-33, 36, 37, and 40 remain rejected under 35 

U.S.C. 103(a) as being unpatentable over Acrobat Reader (hereinafter Acrobat, Adobe 
Acrobat Reader, published in 1999) in view of Hart et al. (hereinafter Hart, US Patent 
Number 5,546,502, issued August 1 3, 1 999) further in view of Nathan et al . (hereinafter 
Nathan, US Patent Number 6,326,957, filed January 29, 1999). 

In regard to independent claim 11, Acrobat discloses a method in which a 
document is accessed and a section of that document is shown in a first area and 
thumbnails of the document are displayed in a second area (Page 1-3 of Acrobat). 
Acrobat also discloses a method in which information about the contents of a document; 
including dimensions and locations of items (coordinates) are determined, in order to 
correctly place the information in the thumbnail representation (Page 1-3 of Acrobat). 
Acrobat also discloses that the portion of the thumbnail window corresponding to the 
part of the document being displayed is highlighted (emphasized) and changed 
dynamically as the portion that is viewed is changed to a different portion (Page 1-4, 
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items 1-4 of Acrobat, the box in the thumbnail changes based on the portion being 
viewed). Acrobat discloses a method in which determining information about a 
document (coordinates and dimension) includes determining information about text, 
forms, graphics, images, and links (Pages 1-5 of Acrobat). 

Acrobat does not disclose a method in which the user selects from plurality of 
concepts rather than entering a query, the concepts having keywords associated with 
them. However, Hart discloses a method in which a user selects concepts (symptoms) 
and the system searches for the concepts and commonly known keywords (faults) 
associated with the concepts in the document and presents the sections of the 
document that deal with the concepts and text patterns (one keyword and other related 
text - additional keywords) associated with the concepts (symptoms and faults) out to 
the user (column 3, line 39-column 4, line 61 of Hart). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have combined the 
methods of Acrobat with the query-free teachings of Hart because it would have 
provided relevant documentation for the current context more efficiently without the user 
having to formulate a query and wait for results (column 6, lines 31-44 of Hart). 

Acrobat also does not disclose dynamically changing the contents of the single 
thumbnail image to reflect a change in the contents of the document. However, Nathan 
teaches dynamically maintaining thumbnail images to keep them concurrent with the 
document they represent by dynamically updating the content of the image to any 
change, which would include annotations (column 6, lines 14-18 of Nathan et al.). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 



Application/Control Number: 09/636,039 Page 5 

Art Unit: 2178 

made to have combined the teachings of Acrobat with the teachings of Nathan because 
it would have allowed the thumbnail image to correctly represent the most current state 
of the document regardless of any changes made. 

In regard to dependent claim 12, Acrobat discloses a method in which 
information about the contents of a document; including dimensions and locations of 
items (coordinates) are determined, in order to correctly place the information in the 
thumbnail representation (Page 1-3 of Acrobat). 

In regard to dependent claim 13, Acrobat discloses a method in which the 
thumbnail sizes can be changed to a different reduction level (reduction ratio) and the 
content still correctly corresponds to the original document (Page 1 and 5, items 1 and 5 
of Acrobat). 

In regard to dependent claim 14, Acrobat does not disclose a method in which 
the selects from plurality of concepts rather than entering a query, the concepts having 
keywords associated with them. However, Hart discloses a method in which a user 
selects concepts (symptoms) and the system searches for the concepts and commonly 
known keywords (faults) associated with the concepts in the document and presents the 
sections of the document that deal with the concepts and text patterns associated with 
the concepts (symptoms and faults) out to the user (column 3, line 39-column 4, line 61 
of Hart). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have combined the methods of Acrobat with the query-free 
teachings of Hart because it would have provided relevant documentation for the 
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current context more efficiently without the user having to formulate a query and wait for 
results (column 6, lines 31-44 of Hart). 

In regard to dependent claim 17, Acrobat discloses a method in which 
determining information about a document (coordinates and dimension) for creating 
thumbnail representations of the document incorporate all formatting of that document 
(Pages 1 -5 of Acrobat). 

In regard to dependent claim 18, Acrobat discloses a method in which 
determining information about a document (coordinates and dimension) includes 
determining information about text, forms, graphics, images, and links (Pages 1-5 of 
Acrobat). 

In regard to independent claim 30 and dependent claims 31-33 and 36-37, 

the claims incorporate substantially similar subject matter as claims 11-14 and 17-18. 
Thus, the claims are rejected along the same rationale as claims 11-14 and 17-18. 

In regard to independent claim 40, the claim incorporates substantially similar 
subject matter as claim 1 1 . Thus, the claim is rejected along the same rationale as 
claim 11. 

7. Claims 15, 19, 34, 38, and 41-43 remain rejected under 35 U.S.C. 103(a) as 
being unpatentable over Acrobat Reader (hereinafter Acrobat, Adobe Acrobat Reader, 
published in 1999) in view of Nielsen (US Patent Number 6,339,437, filed on September 
30, 1997) further in view of Hart et al. (hereinafter Hart, US Patent Number 5,546,502, 
issued August 13, 1999) and further in view of Nathan et al. (hereinafter Nathan, US 
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Patent Number 6,326,957, filed January 29, 1999, cited by the examiner in PTO-892 
mailed on 12/15/2006). 

In regard to dependent claim 42, Acrobat does not disclose that text entities 
are annotated according to style information if they are relevant to any of a plurality (first 
and second) of concepts. However, Nielsen discloses a method in which a document is 
accessed and it is searched to identify text patterns that are relevant to user queries 
(plurality of concepts), which are received from the user (column 1 , line 17-column 2, 
line 16 of Nielsen). Nielsen discloses a method in which search terms are supplied via 
user queries and a document is searched to identify text patterns that match those 
search terms (column 1, line 17-column 2, line 16 of Nielsen). The text patterns that 
match the queries are then marked using tags and highlighted with color (annotated) to 
emphasize their position as the document is viewed (column 1, line 17-column 2, line 16 
of Nielsen). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have combined the method of viewing a document by Acrobat 
with the method of searching a document by Nielsen because it would have provided a 
user with a simple way to search and identify terms when viewing a document. 

In regard to dependent claim 15, Acrobat discloses a method in which the 
thumbnail representations of the document incorporate all formatting of that document 
which would include highlighted text entities (Pages 1-5 of Acrobat). 

In regard to independent claim 19, Acrobat discloses a method in which a 
document is accessed and a section of that document is shown in a first area and 
thumbnails of the document are displayed in a second area (Page 1-3 of Acrobat). 
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Acrobat also discloses a method in which information about the contents of a document; 
including dimensions and locations of items (coordinates) are determined, in order to 
correctly place the information in the thumbnail representation (Page 1-3 of Acrobat). 
Acrobat also discloses that the portion of the thumbnail window corresponding to the 
part of the document being displayed is highlighted (emphasized) and changed 
dynamically as the portion that is viewed is changed to a different portion (Page 1-4, 
items 1-4 of Acrobat, the box in the thumbnail changes based on the portion being 
viewed). 

Acrobat does not disclose that text entities are annotated according to style 
information if they are relevant to any of a plurality of concepts. However, Nielsen 
discloses a method in which a document is accessed and it is searched to identify text 
patterns that are relevant to user queries (plurality of concepts), which are received from 
the user (column 1, line 17-column 2, line 16 of Nielsen). Nielsen discloses a method in 
which search terms are supplied via user queries and a document is searched to 
identify text patterns that match those search terms (column 1, line 17-column 2, line 16 
of Nielsen). The text patterns that match the queries are then marked using tags and 
highlighted with color (annotated) to emphasize their position as the document is 
viewed, in a manner that is independent of a second query being made (column 1 , line 
1 7-column 2, line 1 6 of Nielsen). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to have combined the method of viewing a 
document by Acrobat with the method of searching a document by Nielsen because it 



Application/Control Number: 09/636,039 Page 9 

Art Unit: 2178 

would have provided a user with a simple way to search and identify terms when 
viewing a document. 

Neither Acrobat nor Nielsen disclose a method in which the selects from 
plurality of concepts rather than entering a query, the concepts having keywords 
associated with them. However, Hart discloses a method in which a user selects 
concepts (symptoms) and the system searches for the concepts and commonly known 
keywords (faults) associated with the concepts in the document and presents the 
sections of the document that deal with the concepts and text patterns (one keyword 
and other related text - additional keywords) associated with the concepts (symptoms 
and faults) out to the user (column 3, line 39-column 4, line 61 of Hart). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have combined the methods of Acrobat and Nielsen with the query-free teachings of 
Hart because it would have provided relevant documentation for the current context 
more efficiently without the user having to formulate a query and wait for results (column 
6, lines 31-44 of Hart). 

Acrobat also does not disclose dynamically changing the contents of the single 
thumbnail image to reflect a change in the contents of the document. However, Nathan 
teaches dynamically maintaining thumbnail images to keep them concurrent with the 
document they represent by dynamically updating the content of the image to any 
change, which would include annotations (column 6, lines 14-18 of Nathan et al.). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have combined the teachings of Acrobat with the teachings of Nathan because 
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it would have allowed the thumbnail image to correctly represent the most current state 
of the document regardless of any changes made. 

In regard to dependent claims 34 and 43, the claims incorporate substantially 
similar subject matter as claims 15 and 42. Thus, the claims are rejected along the 
same rationale as claims 15 and 42. 

In regard to independent claims 38 and 41, the claims incorporate 
substantially similar subject matter as claim 19. Thus, the claims are rejected along the 
same rationale as claim 19. 

8. Claims 16 and 35 remain rejected under 35 U.S.C. 103(a) as being unpatentable 
over Acrobat Reader (hereinafter Acrobat, Adobe Acrobat Reader, published in 1999) in 
view of Nielsen (US Patent Number 6,339,437, filed on September 30, 1997) further in 
view of Hart et al. (hereinafter Hart, US Patent Number 5,546,502, issued August 13, 
1999), further in view of Nathan et al. (hereinafter Nathan, US Patent Number 
6,326,957, filed January 29, 1999, cited by the examiner in PTO-892 mailed on 
12/15/2006), and further in view of Okamoto et al. (hereinafter Okamoto, US Patent 
Application Publication Number 2002/0065814, US Filing date June 30, 1999). 

In regard to dependent claim 16, none of Acrobat, Nielsen, Hart, or Nathan 
disclose a method in which the style information relevant to a concept is modified and in 
response all entities that correspond to that concept are changed to correspond with the 
new style information. However, Okamoto discloses a method in which a concept tag 
number, which corresponds to one of a plurality of concepts, is directly associated with 
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a specific style (page 12, paragraph 0270-0276 of Okamoto). When that style 
information is changed all tags corresponding to the tag number associated with that 
style information will reflect that change (page 12, paragraph 0270-0276 of Okamoto). 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have combined the method of viewing a document by Acrobat with the 
method of searching a document by Okamoto because it would have provided a user 
with a simple way to search and customize the identification of terms when viewing a 
document. 

In regard to dependent claim 35, the claim incorporates substantially similar 
subject matter as claim 16. Thus, the claim is rejected along the same rationale as 
claim 16. 

Response to Arguments 

9. Applicant's arguments with respect to claims 11-19, 30-38, and 40-44 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

US Patent Number 6,564,250 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOSHUA D. CAMPBELL whose telephone number is 
(571 )272-41 33. The examiner can normally be reached on M-F (7:30 AM - 4:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on (571) 272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Joshua D Campbell/ 

Primary Examiner, Art Unit 2178 

December 2, 2008 



